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SOUNDVIEW’S O PPO SITION TO SHARPS MOTION TO REC O NSIDER

L THIS COURTS RULING ON SUBJEC TMATIER
JURISDIC TION DISPO SES OFAILOF SHARPS ARG UMENTS

This Court’s Ruling (Dkt. # 476) dismissing Sharp’s inequitable conduct
counterclaimswascomect. Even Sharmp doesnotdispute the principalground on
whic h the decision rests —thatthere isno subject matterjurisdic tion overSharm’s
mootinequitable conductdeclaratoryjudgmentclaim. “Witho ut jurisd ic tion the
court cannot proceed atallin any cause. Jursdiction is powerto declare the
law,and whenitceasesto exist,the only func tion remaining to the courtisthatof

announc ing the factand dismissing the cause." SteelCo.v. Citizensfora Better

Envionment, 523 U.S. 83, 94 (1998), quo ting Exparte McCardle, 74 U.S. 506, 7 Wall
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506, 514 (1869). That principle, upheld for a century and a half, is why each
federal court has a “special obligation” to satisfy itself that subject matter
jurisdic tion exists: where there is no jurisdic tion, the merits of the action cannot
even be reached. SteelCo. 523 US. at 95-97. This Court need go no furtherto
rejectSharp’smotion forreconsideration —indeed, asthe Supreme Court held in

McArdle and recentlyreaffimed in SteelCompany, thisCourtactually cannotgo

any further.
Forthatreason alone, Sharp’smotion mustbe denied. Norwould Sharmp’s
specific argumentsfare anybetter,evenifthisCourthad powerto considerthem.

IL SHARPS CHANGEOFPOSITON COMESTOO TATE

For the first time, Sharp now saysit “isnot seeking a decision on Sharmp’s
unenforceability counterclaim that the Soundview patent is unenforceable.”
(Sharmp Br. 4). This surprising about-face comestoo late. Forinstance, whatclaim
wasSharmp urging toward trialotherthan the counterclaim it now says (forthe first
time) thatitwasnotpursuing? Sharmp’sbelated attemptto revise itsc ounte rc laim
isanotherreason to deny its motion forrec onsideration.

Motionsforreconsideration are notthe place to tryoutnew argumentsand

changed positions like the one Sharp now urge s on this Court.
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"Amotionforreconsideration cannotbe employed asa vehicle for
asserting new argumentsorforintroducing new evidence thatcould
have beenadduced during the pendency"ofthe underdying mo tion.
Lo Sacco v. Middletown, 822 F. Supp. 870,877 (D. Conn. 1993). “The
scope of review on motions forreconsideration is imited to ensure
the finality of decisionsand to preventthe practice ofa losing party
examining a decision and then plugging gapsofa lost motion with
additionalmatters." Id. (Qquotation omitted).

Seaford Stamford InvestorAssociates, Inc. v. Thinkdire ¢c tmarke ting, Inc .., 2004 U.S.

Dist. IEXIS 1688, *2-*3 (D. Conn. 2004). Atbest, Sharp’s motion isno more than a
futile attemptat“plugging gapsoflits] lost motion with additionalmatters.” For

thatreason alone, it should be denied.



Case 3:00-cv-00754-JBA  Document 503  Filed 04/06/2005 Page 4 of 30

L SHARP COUID NOTMEETTHE
“STRIC TSTANDARD” FOR REC ONSIDERATION EVEN IF ITWERE
NOTIRYING IMPRO PERLY TO REVISEITS FAITED C O UNTERCIAIM

The standard for granting a motion for reconsideration is strct.

Reconsideration 'willgenerallybe denied unlessthe moving partycan

point to controlling decisions or data that the court overdooked--

matters, in otherwomrds, that might reasonably be expected to alter

the conclusionreached by the court."Shraderv. CSXTransp., 70 F.3d

255, 257 (2d Cir. 1995), see also United Statesv. Sanc hez, 35 F.3d 673,

677 (2d Cir. 1994) (granting reconsideration is appropriate when a

"need isshown to comecta clearemoroflaw orto prevent manife st

injustice.”). A "motion to reconsidershould notbe granted where the

moving party seeks solely to relitigate an issue aleady decided.”

Shrader, 70 F3d at 257.
Seaford, 2004 U.S. Dist. [EXIS1688, *2; Wood v. FBIL 2004 U.S. Dist. LEXIS 25438, * 2 (D.
Conn. 2004) (Arterton, J.) (“The standard forgranting a motion forreconsideration
isstrict,and reconsideration wilgenerally be denied unle ssthe moving party can
point to controlling decisions or data that the court overlooked ...”) (emphasis
added). Asshown in Section V, below, in this instance Sharp has identified no
“controlling decision ... that the court overlooked” —it merely disagrees with the
Court’'s interpretation of those decisions. 'That is not a proper basis for

reconsideration.
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v. SHA RP MISSTATES THE BA SIS FO R THE COURTS RUIING

Sharmp contendsitsmotionisbased on the “need to comecta clearemorof
law.” (Sharp Mem. 1). But Sharp misstatesthe “fundamentalbasis’” forthe Court’s
Ruling. Sharp says the “fundamental basis” of the Court’'s decision was its
observation that “Section 285, however, is not an independent basis for
jurisdic tion.” (Sharp Mem. 2, quo ting Ruling at5). Sharp then citescasesin which

4

courts have labeled a Section 285 request a “claim,” and in which courts have
adjudicated that“claim” post-judgmentand post-appeal Hence,Shamp contends
the Court was in enmor to hold Section 285 is not an independent basis for
jurisdic tion, de spite the holding ofthe Supreme Courtto the contrary (see Section
VIL below).

In this way, Sharp twists the Court’s wordsto make it appearasifthe Court
issued a different ruling from the one it actually issued. Contrary to Sharp’s
arguments,the Court did notrule thatmootnessofthe inequitable conductclaim
meantthatSharp had no jurisdic tionalbasiswhatsoeverforseeking attomeysfees.
The part ofthe Ruling Sharp did notbotherto quote makesthisclear:

Section 285, however, is not an independent basis for jursdic tion,

providing only that “the court in exceptional cases may award

reasonable attomey fees to the prevailng party.” 'Thus, Sharp is
entitled to seek attomey fees on the underying litigation on which

Sharp has prevailed, but cannot create more litigation that is

otherwise moot merely to create an allemative basis for attomeys
fees.
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(Ruling , Dkt. No.476,at5). Hence,the Courtstated Sharp wasentitled to seekfees.
However, “[n]Jone ofthe casesrelied onby Sharp requiresthata courtthatwould
otherwise be deprved ofjursdictionto heara declaratoryjudgmentcounterclaim
must nonetheless hearthe claim solely asa basis forattomeysfees.” (Ruling, Dkt.
No. 476, at 5-6).

As shown, rather than stating that mootness meant Sharp could not go
forward with any Section 285 fee request,the Courtstated the opposite. The Court
confimed that Sharp has a jurisdictionalbasisto go forward with such a re que st.
Sharp simply ignores thatthe Court’s Ruling addresses a different question: what
matters may the Court hearand decide en mute to deciding that request. The
Courtcomectly held thatitcannotheara mootdeclaratory judgmentclaim (ie.,
forinequitable conduct) overwhic h it hasno jursdic tion, just to inve stigate whether
a previously-unlitigated basis forattomeys fees might e xist.

V. SHA RP “SEEKS SOIELY TO REIITIGATE AN ISSUE AIREA DY DECIDED”

Shamp’scaselaw isnot new; and it hasnot shown that the Court previo usly
ignored the casesShamp now cites. Instead, Sharp “seekssolely to relitigate an issue
aletadydecided,” whichisnota properbasisforreconsideration. Seaford, 2004 U.S.
Dist. IEXIS1688, *2.

Specifically, Sharp cites HR. Technologies, Inc. v. Astechnologies, Inc., 275

F.3d 1378,1386 (Fed. Cir. 2002), Inagineerng, Inc.v. Van Klassens, Inc ., 53 F.3d 1260,

1263 (Fed. Cir. 1995), HunterDouglas, Inc. v. Harmonic Design, Inc., 153 F.3d 1318,
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1330 (Fed.Cir. 1998),ForestIaboratories, Inc.v. AbbottIaboratoties, 339 F.3d 1324,

1329-30 (Fed. Cir. 2003) and Pharmacia & Upjohn Co. v. Mylan Phammac e utic als,

Inc., 182 F.3d 1356, 1359-60 (Fed. Cir. 1999). Sharmp aleady cited these cases in
brie fing leading to the Ruling. Soundview’spreviousReply Briefexplained why they
do notpreclude the result the Courtconectly reached.

The Court’sruling isinste ad c onsiste nt with the clo se st persuasive authornty:

SVG lithography Systems, Inc.v. Ultratech Stepper,Inc.,334 F. Supp. 2d 21, 26-27 (D.

Mass. 2004). In SVG, the patentee’sactionsdeprived the courtofsubject matter
jurisdiction (namely, the patentee’s covenant not to sue and simultaneous
submission of a Rule 41 voluntary-dismissal motion). The accused infringer, like
Sharmp here, insisted on urging its “claim” forattomeysfeesunderSec tion 285. The
SVG court ruled exactly the same way this Court did when confronted with the
issue :

Finally, Ultratec h argues that this c ourt should not dismiss the claims
and counterclaimsin thiscase because Utratech seeksanaward of
attomeys' feesunder35 USC.§ 285 and SVGLshould notbe able to
avoid thishability by dismissing itsc laims. The FederalCirc uit "and other
[court]shave established thatthere cannotbe anaward ofattomeys'
feesunlessthe court hasjurisdiction ofthe action." Hudson v. Princ ipji,
260 F.3d 1357, 1363 (Fed. Cir. 2001). .. .[Thhe court'sdecisionregarding
whetherit hassubjectmatterjursdic tion cannottum on the impactit
may have on Ultratech's claim that this is an exceptional case
justifying an award of attomeys' feesunder§ 285.

SVG, 334 F. Supp.2d at26-27. Hence,thisCourtisnotalone in holding thatSec tion
285 cannot bootstrap jurisdiction to heara matter where it is otherwise ab sent.
There can be no “clearemoroflaw” supporting reconsideration when the only

7
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court presented with remotely similarcontrolling factsdid exactly what this Court
did. Sharp wasaware ofthe SVG case from Soundview’s March 7, 2005 letterto
the Court citing it as additional authorty. That Sharp ignores SVG in its
reconsideration motion isinexcusable.

In sum, Sharmp’sre-argumentofthe same caselaw doesnotdemonstrate the
Court made anyclearlegalenorin its Ruling. This is particulardy so, where Shamp
misstate s the nature ofthe Ruling ratherthan confrontitsactualreasoning.

VL SHARPS RUIE11 CASEIAW DOES NOTAPPLY HERE

Asan altemative argument forreconsideration, Sharp ironic ally statesthat
the Cournt “appearsto confuse Sharmp’s counterclaim for unenforceability with its
separate claim forSec tion 285 attomeys’ fees.” (Sharp Br. 3-4). Only Shamp appears
confused. ¥ Sharp desires strict attention to the form ofits pleading, then it must
explain which ofits Fed. R. Civ. P. 8 pleadingsitistalking about because Sharm
neverinterposed a valid Rule 8 pleading ofeitherinequitable conductora “claim”
forSection 285 attomey fees.

Forinstance, mere inspection of Sharp’s “counterclaims” shows that Shamp
pled only a single count (in a conc lusory fashion) fornon-infring e me nt, inva lid ity
“with respectto Sharp’s products” and unenforceability “with respectto Sharp’s
products.” (Ex. A,excerptsfrom Sharp’s Answerand Counterclaim re 754 and 768
cases). The qualifier“with respectto Sharp’sproducts’ cleardy shows Sharmp never

pled inequitable conductatall. hstead, Sharp’sunenforceability pleading related
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to itsfailed “implied license and equitable estoppel”’ personaldefenses, which fell

on summary judgment. Sony v. Soundview, 157 F. Supp. 2d 172 (D. Conn. 2001)

(denying motion for summary judgment of an implied govemment license, and
equitable estoppel). Sharmp’s failure to plead inequitable conductiseven more
compelling considering that Fed. R. Civ. P. 9(b) requires allsuch pleadingsto be

made with specificity. See Ferguson Beauregard / Iogic Controls v. Delaware

Capital Formation, 350 F.3d 1327, 1344 (Fed. Cir. 2003).

Like wise, Sharp’s sole count does not mention Section 285; that is only
mentioned below, in its prayer for re lie f: “WHEREFO RE, Sharp seeks the following
reliefand judgment:...C.Thatthe Court determine thisisan ‘exceptionalcase’
under35 US.C. § 285 and award Sharp itsreasonable attomeys’ fees.” (Exhibit A).
Sharmp neverhad a bona fide “claim” underSection 285 (asopposed to a prayer
forrelief) no matterhow liberally one readsits pleading.

In sum, Sharp cannotnow credibly say the Court was “confused” when it
supposedly “overdooked” Shamp’sSection 285 claim based oninequitable conduct.
Sharp neverpled such a “claim,” and indeed nevermade a Rule 8 pleading of
mequitable conduct at al. Obviously, Sharp’s proposed Findings of Fact and
Conclusions of Iaw (attached to its Amended Memorandum) do not match its
pleading. That Sharp wandered so far from what it pled just strengthens the

conclusion that it is just trying to manufac ture more litigation.
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Sharp citesforthe firsttime Cooter& Gellv. HatmarxCorp.,496 U.S. 384, 395-

96 (1990) (superseded in part by the 1993 amendments to Rule 11), to argue the
Court may stilconsider Section 285 attomey feeseven if the court lacks subject
ma tte rjursdic tion to hearthe nequitable conductclaim. Cooterisinapposite. For
one thing, as mentioned above, the Court is considering Sharp’s Section 285
request to the extentitisbased on the litigated issue of non-infingement. More
mportantly, Cootermerely confimed the powerofdistrictcourtsto c onsiderRule
11 sanctions even if the plaintiff voluntarly te rminate s the undedying litigation (a
holding superseded by the addition ofthe 21-day safe hartborperiod in the 1993
amendmentsto Rule 11). Such a holding doesnotspeakto the questionthatwas
before the Court: maythe Courtdecide declaratoryjudgmentclaimsoverwhich it
otherwise lack jurisdic tion just to decide whethera case mightbe “exceptional’
underSection 285. Cootercomesnowhere nearaddressing this que stion.
Indeed, the Supreme Court made itclearin Cooterthatthe actofviolating
Rule 11 happens during litigation, e.g., by signing frivolous pleadings. 496 U.S. at
398. A court naturally retains the powerto decide if an attomey’sconduct was
mappropriate at any stage ofa case. In contrast here, Sharp seeks to tum the
spotlight on conduct occumng before this litigation ever existed. Hence, the
policies served by Rule 11 according to Cooterare not in play. A decision to

award feesunderSection 285 based on inequitable conduct would notrelate to

10
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the Court’sability to police the conductofattomeysadmitted to practice before
it.

VIL. THE SUPREME C O URTHAS REJEC'TED SHARP'S ARGUMENT
THATIIS CIAIM FO R ATIO RNEY FEES C O NFERS JURISDIC TION

As yet another altemative argument, Sharp bewails the “significant
discovery” itclaimsto have taken on the issue ofinequitable conductasa reason
to reconsiderthe Court’sRuling. But, the Supreme Courtexplicitlyrejected Shamp’s

argument in its 1998 Steel Company decision:

Obviously, however, a plaintiff cannot achieve standing to litigate a
substantive issue by bringing suit for the cost of bringing suit. ... An
"Interestin attomey'sfeesis ... msufficientto create an Article Illc ase
orcontroversy where none existson the mentsofthe undendying claim."
Iewis v. Continental Bank Cormp., 494 US. at 480 (citing Diamond v.
Charles, 476 US. 54, 70-71, 90 L Ed. 2d 48, 106 S. Ct. 1697 (1986)).

SteelCompany, 523 U.S. at107. In SteelCompany (justasin thiscase), a statutory

provision authorized attomey fees in certain instances. Id. But that provision
(Section 326(f) of EPCRA; 42 US.C. §11046(f)) did not confer subject matter

jurisdic tion in SteelCompany —so 35 US.C. §285 cannotdo so in thiscase.

Sharm ignoresSteelCompany -- and no wonder. Inthatcase, the Supreme

Courtheld thata party’sdecisionto incurattomeyfeescannotbe used to decide
the threshold question of whetherthere is jurisdic tion for Sharp to seek such fees.
Here,thisCourtcomectlyconcluded there isno suc h jursdic tion; Sharp’sattemptto

11
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bootstrap itself into court by means of an attomey fee claim is contrary to
contr ling Supreme Court precedent.

VIIL SHARPS “NO-WAIVER” ARGUMENTIS A HERRING

In its fourth altemative argument, Sharp suggests the Court’s Ruling was
based on an incomect finding that Sharp “waived orforfeited its attomey’s fee
claim based uponinequitable conduct.” (Sharp Br.6). Thatisnottrue. The Court’s
Ruling wasnotbased on waiverorforfeiture (though there wassuch a waiver), but
ratheron the factthe patentisexpired and adjudged non-infringed in a no-longer
appealable finaljudgment. These are the factsthatled to the ruling ofno subject
ma tte rjurisdic tion. Sharp may wish to argue it did notinte nd to waive orforfeit the
use of inequitable conduct as a basis for attomeys fees. But Sharp’s intent is
melevant, and not partofthe Court’sreasoning in any case.

Even if Sharp’sintent were rele vant, Sharp should have foreseenthatcertain
defenses would became moot after appeal Sharp never objected to or
appealed from the proceduraleventsthatcreated that possibility. The Orderof
Stay Pending Appeal dated September 26, 2003 (Dkt. # 452) established two
possible outcomesfrom the appeal FSoundview’sappealwere granted, the case
would have retumed to thisCourt witheverydefense,and everyarguable claim for
attomey-fees, stilllive and justiciable. Butsince Soundview’sappealwasrejected,

the case retumed to this Court fully adjudicated.

12
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IX. THE COURTWAS RIG HT' A BO UTBUILDEX

Finally, Sharp cites Buildex Inc. v. Kason Industres, Inc., 849 F.2d 1461, 1466

(Fed.Cir. 1988),a decision the Court’sRuling already distinguished. (Notably, sinc e
Sharp therefore cannot show that this Court “overdooked” Buidex, Sharp’s
argumentsaboutthatcase are nota properbasisfora motion forconsideration
anyway. Seaford, 2004 U.S. Dist. IEXIS1688, *2; Wood, 2004 U.S. Dist. IEXIS25438, *2.)

Sharp contendsBuilde xre quire sthe Courtto considerinequitable conduct,
evenifmoot. The Court’sRuling (which Sharp simply disregards) explains why Shamp
iswrong:

Importantly, however, the [Buildex] distict court had eadier

considered,and rejected, the inequitable conductcounterclaim,and

the inequitable conductclaim wasbased on substantially the same

setof facts asthe invalidity counterclaim on whic h the district court

had granted summary judgment and the Federal Circ uit reversed.

Thus, not only was the district court’s orginal jurisdiction not in

question, but an award of attomeys fees based on inequitable

conductwould directlyrelate to the already-litigated subjectmatter.
(Ruling, at 7). Sharp doesnoteven try to show the Court read Buildex wrong.
X. THREE IEVEIS O F DISCRETION AISO SUPPO RTTHE C O URTS RUIING

While the Court based its Ruling on the legal issue of subject matter
jursdic tion, the Court’sexercise ofdisc retion supportsthe Ruling aswell. Infact, the
law providesthe Court with discretion at three different levels.

First, the statutory basis for Sharp’s “counterclaims” is the Declaratory

JudgmentAct, 28 US.C. §2201. The Courtalwayshasdiscretion to decline to hear

adeclaratory judgmentclaim. Cygnus Therapeutics Systemsv. Ala Cormp., 92 F.3d

13
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1153,1159 (Fed. Cir. 1996),0verruled onothergroundsby Nobelphama v. Implant

Ihnovations, 141 F.3d 1059 (Fed. Cir. 1998). o good reasonsnotto hearSharp’s
request fora declaratory judgment are (1) that the inequitable conduct issue is
mootand the public hasno interestininvalidating anexpired patent,and (2) even
if Sharp could prevail Sharp should notbe awarded attomeysfeesforlitigationof

its own manufacture. See Steel Company, 523 US. at 107. Hence, exercise of

discretion underthe Declaratory Judgment Act supportsthe Court’s Ruling.
Second, the “inequitable conduct” decision itself is (asthe name sugge sts)
an equitable one. In general, any finding of materality and intent to deceive
operate as predicates forthe Court’'s equitable discretion; the Court may, but
need not,acton those predicatesto issue a ruling of“inequitable conduct.” ATD

Com.v.lydall Inc., 159 F.3d 534,546-47 (Fed. Cir. 1998) (affiming grantofsummary

judgment of no inequitable conduct). Acting in equity, the Court may find
sufficientreasonsto decline the equitable defense even if mate ria lity and inte nt to
deceive could be proved. ld. Hence, the Court’s Ruling may find supportin the
factthatevenifSharp prevailed oneverypredicate factofthe defense,the Court
would have discretion not to find “inequitable conduct.”

Finally, the ultimate decision to find a case “exceptional’ underSec tion 285,
and thento award fees, also rests with the Court’sdiscretion. Even if (1) the Court
found there wassubjectmatte rjunsdic tion, (2) the Courtentertained Section 285 as

adeclaratory judgmentclaim, and (3) the Court found inequitable conduct, the

14
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Courtwould stilretaindiscretionto denyanaward ofattomeysfeesunderSection
285. “kis only aftera specific finding of exceptional cicrumstances has been
made thatthe discretionto award attomeys'feescanbe exercised.” J.P. Stevens

Co.v.lexTexItd., Inc., 822 F.2d 1047, 1050-51 (Fed. Cir. 1987)

In addition to those reasons given above in the context of the Court’s
declaratory judgment discretion, there is another good reason why the Court
would actwithinitsproperdiscretionnotto award feesunderSection 285based on
mequitable conduct: Sharp’s undedying “inequitable conduct” defense is
imcredibly weak. Indeed,Sharmp’sown proposed FindingsofFactand Conclusions
of Iaw (attached to its Amended Motion to Reconsider) bear this out. Sharp’s
proposed findingsdrmop fourout of five ofthe theories Sharp originally presented.

Dropped theoresinclude:

o the previouscontentionthe Campbellreference was“buried” with inte nt to
deceive;
o the previouscontention the “Resolution” waspriorartdeceptively withhe Ild

from the Patent Office;

. the previous contention the “Petition” was prior art deceptively withheld
from the Patent Office;

J the previous contention that the applicants made false arguments to
disting uish the Keiserpriorart.

Sharmp’swaiversshow Soundview’smotion forsummaryjudgmentofno inequitable
conduct was merntorious. Even the last remaining theory was still subject to

Soundview’s summary judgment motion. In the unlkely event the Court denied

15
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that last rmaining aspect of Soundview’s summary judgment request, at a
minimum, Sharp’svoluntary waiverof80% ofthe defense showsthe Courtwould be
within its discretion to deny a Section 285 fee award predicated on alleged
mnequitable conduct.

Also important is the fact that Shamp’s proposed Fndings of Fact and
Conclusions of law reveal Sharp intended to present only a paperrecord —
depositionsand documents— during its “tial’on inequitable conduct. (Given the
severty ofthe allegations, Soundview intended to callthose same witne sseslive to
letthe Courtview theirdemeanorand judge theircredibility). Apapertral? What
is the purpose ofthat? Kfthe paperrecord were truly all Sharp needed to prove
mequitable conduct, exceptionalcase status and entitle ment to attomeysfees,
then why did Sharmp failto make those argumentsinits December8, 2004 filing s (the
deadline forallfee motions)? khad allthe papersthen. Instead, Sharp made it
appear as if it wanted a real trial (an arguably valid reason for missing the
December8 deadline). Butnow itisclearthat alliteverreally wanted was the
chance to file a very-late second attomey fee request using materalsitaleady
had in-hand on December8, using the “trial”’ asan exc use forits tardine ss.

Sharp’s shifting theories and questionable tacticsare notthe conductofa
partydeserving anaward ofattomeysfees,and the Court would be well within its
discretion to deny them forany ofthese reasons.

XL CONCIUSION

16
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The Court’s Ruling wascomect;it containsno “clearemoroflaw” entitling
Sharmp to reconsideration. As for Sharp’s newest arguments, the Steel Co. case
shows that Section 285 cannot supply jurisdic tion where it is otherwise absent.
Claimants cannot “litigate a substantive issue by bringing suit for the cost of
bringing suit. ... An ‘interestin attomey'sfeesis ... nsufficient to create an Article 1
case orcontroversy where none existson the merntsofthe undedying claim.”” Steel
Company, 523 U.S. at 107 (citation omitted).

Re spec tfully submitted,

SO UNDVIEW THC HNO LO GIES, INC.

/s/ David S. Monastersky
John J. Bogdanski(ct06217)
David S. Monaste rsky (c t13319)
HOWD & IUDO RF
65 Wethersfield Avenue
Hartford, Connecticut 06114
(860) 249-1361
Fax: (860) 522-9549

Raymond P. Niro (¢ t18107)

John C. Janka (ct20463)

Robert P. Greenspoon (ct21736)
PaulC. Gibbons (ct18826)

NIRO, SCAVONE, HAIIER & NIRO
181 We st Madison Street, Suite 4600
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Phone: (312) 236-0733

AttomeysforSoundview Technologies, Inc.
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UNITED STATES DISTRICT COURT

MEMBER CASE

S
-

DISTRICT OF CONNECTICUT
SONY ELECTRONICS, INC. : CIV.NO. 3:00cv754 JBR), &
CONSUMER ELECTRONICS ASSN. : LEADCASE It &
ELECTRONIC INDUSTRIES ALLIANCE : =0
Plaintiffs : CIV.NO. 3:00cv00768 HBA) @ [

VS.

il

0. 1 40
g

SOUNDVIEW TECH, INC.
Defendant

SOUNDVIEW TECH, INC.
Third-Party Plaintiff

VS.

SONY CORPORATION OF AMERICA, : AUGUST 30, 2000
ET AL. :

ANSWER AND COUNTERCLAIM OF COUNTERCLAIV/THIRD PARTY
DEFENDANT, SHARP ELECTRONICS CORPORATION,
TO AMENDED COUNTERCLAIM AND THIRD-PARTY CLAIMS RE 768 CASE

Third party defendant, Sharp Electronics Corporation (hereafter Sharp), hereby answers

the amended third party complaint allegations of defendant/third party plaintiff, Soundview
Technologies et al. (hereafter Soundview), as follows. To the extent any allegation is not
specifically and completely admitted, it shall be deemed to be denied.

In this connection and as pleaded in the affirmative defenses, Sharp affirmatively states
that Counts I, II and IV of Soundview's counterclaims fail to state a claim upon which relief may
be granted. These Counts will be the subject of a Rule 12(b)(6) motion by one or more of

plaintiffs and counterclaim defendants. Sharp reserves the right to join in such a motion and this

Answer does not waive its right to do so.

In addition, Sharp hereby advises that it has sought permission to file a summary

judgment motion with respect to its implied license affirmative defense.
judg P p

EXHIBIT

tabbles’

A
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unscrupulous.
Answer: Denied.

84.  Counterclaim and third-party defendants’ acts in connection with trade and
commercial as related in paragraphs 1-79, above, cause substantial injury to consumers,
competitors and other business people.

Answer: Denied. Sharp objects to the use of the term "commercial” as being vague, ambiguous
and unintelligible.

85.  Counterclaim and third-party defendants’ acts in connection with trade and
commerce as related in paragraphs 1-79, above, have caused SOUNDVIEW an ascertainable loss
of money or property, real or personal, as a result of the use or employment of a method, act or
practice, prohibited by the Connecticut Unfair Trade Practices Act (CUTPA), Connecticut
General Statutes § 42-110a et seq., as described in this Count.

Answer: Denied.
AFFIRMATIVE DEFENSES

Sharp hereby asserts the following affirmative defenses with respect to the allegations of

the Complaint:

First Affirmative Defense

86. As and for a first affirmative defense, the Complaint fails to state a claim upon which
relief may be granted and/or any cause of action under which Soundview is entitled to any relief
against Sharp.

Second Affirmative Defense

87. As and for a second affirmative defense, Sharp has not infringed, actively induced or
contributed to the infringement of any claim of the '584 patent.

Third Affirmative Defense
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88. As and for a third affirmative defense, Soundview is estopped from asserting or
construing the asserted claims of the "534 patent so as to cover Sharp’s products by virtue of the
file history of those patents and/or the prior art.

Fourth Affirmative Defense

89. As and for a fourth affirmative defense, the claims of the '584 patent are invalid
(under at least 35 U.S.C. §§ 102, 103 and/or 112) and/or unenforceable with respect to Sharp’s
products.

Fifth Affirmative Defense

90. As and for a fifth affirmative defense, enforcement of and/or the award of monetary
damages with respect to the '584 patent are precluded by an implied license that Sharp received
from the U.S. government with respect to the '584 patent by virtue of, inter alia, (a) the royalty-
free license with the right to sublicense granted by the ‘584 inventors to the U.S. government, (b)
the legislative history and mandate of The Telecommunications Act of 1996 and/or (c) the rules
promulgated by the FCC and/or Soundview's failure to advise the FCC of its patent rights and
the government license.

Sixth Affirmative Defense

91. As and for a sixth affirmative defense, Soundview’s recovery of costs is limited by
35U.S.C. §288.
Seventh Affirmative Defense

92. As and for a seventh affirmative defense, Sharp has not violated the antitrust laws of
the United States. For example, Sharp has not engaged in a group boycott or a price fixing
conspiracy. Rather, Sharp has acted lawfully and independently with respect to Soundview's
unfounded claim of patent infringement.

Eighth Affirmative Defense

93. As and for an eighth affirmative defense. Sharp's independent actions with respect to
its attendance at industry meetings are not actionable under the antitrust or Connecticut unfair

competition statutes.

[99)
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Ninth Affirmative Defense

94. As and for a ninth affirmative defense, the independent refusal to take a license under
a patent where no license is needed is not a violation of the antitrust or Connecticut unfair
competition laws.

Tenth Affirmative Defense

95. As and for a tenth affirmative defense, Soundview's third party counterclaim fails to
state any factual basis for any group or conspiracy allegations with respect to Sharp.

Eleventh Affirmative Defense

96. As and for an eleventh affirmative defense, Soundview's claim for the recovery of
antitrust and/or unfair competition damages are barred by its claim for the recovery of patent
infringement damages. In short, the antitrust and unfair competition monetary demands are
merely a restatement of the monetary demands concerning the patent infringement claim.

Twelfth Affirmative Defense

97. As an alternative defense, Sharp does not manufacture any V-Chips but merely
purchases them from others. As a result, Sharp may be indemnified by the companies that

manufacture the V-Chips that it has used.

COUNTERCLAIM

98. Sharp brings this declaratory judgment counterclaim pursuant to 28 U.S.C. §2201 et
seq. This Court has subject matter jurisdiction pursuant to 28 U.S.C. §§1331, 1338 and 1367.
Venue resides in this district pursuant to 28 U.S.C. §1391.

99. Paragraphs 86-90 are specifically incorporated herein as if repeated as a part of this
Counterclaim.

100. Sharp has not infringed any claim of the '534 patent.

101. The claims of the '584 patent are invalid (under at least 35 U.S.C. §§ 102, 103 and/or
112) with respect to Sharp’s products.

102. The claims of '584 patents are not enforceable with respect to Sharp’s products.

WHEREFORE, Sharp seeks the following relief and judgment:

34
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A. That the Complaint be dismissed with prejudice;

B. That the Court declare that the asserted claims of the patents in suit are invalid, not
infringed and/or unenforceable with respect to Sharp's products;

C. That the Court determine this is an “exceptional case” under 35 U.S.C. §285 and award
Sharp its reasonable attorneys’ fees;

D. That the Court award Sharp its costs; and

E. That the Court award such further and other relief as it deems proper.

Respectfully submitted,

o L

William M. Bloss, Esq.(CT 01008)

Alinor C. Sterling, Esq. (CT 17207)

Jacobs, Grudberg, Belt & Dow, P.C.

350 Orange Street

New Haven, Connecticut 06503-0606
Attorneys for Sharp Electronics Corporation

OF COUNSEL:

Robert W. Adams, Esq.
Updeep S. Gill, Esq.

Nixon & Vanderhye P.C.
1100 N. Glebe Road, 8" Floor
Arlington, Virginia 22201

(9]
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UNITED STATES DISTRICT COURT
DISTRICT OF CONNECTICUT

SONY ELECTRONICS, INC. : : CIV.NO.: 3:00cv754 (JBA)
CONSUMER ELECTRONICS ASSN. : LEAD CASE
ELECTRONIC INDUSTRIES ALLIANCE :
Plaintiffs : CIV. NO. 3:00cv00768 (JBA)
: MEMBER CASE -

VS.

SOUNDVIEW TECH, INC.
Defendant

00, /g 90 ¢ OF any

SOUNDVIEW TECH, INC.
Third-Party Plaintiff : =5
vs.

SONY CORPORATION OF AMERICA,
ET AL.

AUGUST 30, 2000

ANSWER AND COUNTERCLAIM OF COUNTERCLAIM/THIRD PARTY
DEFENDANT, SHARP ELECTRONICS CORPORATION,
TO AMENDED COUNTERCLAIMS RE 754 CASE

Third party defendant, Sharp Electronics Corporation (hereafter Sharp), hereby answers

the amended third party complaint allegations of defendant/third party plaintiff, Soundview

Technologies et al. (hereafter Soundview), as follows. To the extent any allegation is not

specifically and completely admitted, it shall be deemed to be denied.

In this connection and as pleaded in the affirmative defenses, Sharp affirmatively states

that Counts I, I and IV of Soundview's counterclaims fail to state a claim upon which relief may

be granted. These Counts will be the subject of a Rule 12(b)(6) motion by one or more of

plaintiffs and counterclaim defendants. Sharp reserves the right to join in such a motion and this

Answer does not waive its right to do so.
In addition, Sharp hereby advises that it has sought permission to file a summary

judgment motion with respect to its implied license affirmative defense.
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paragraphs 1-78, above, have caused SOUNDVIEW an ascertainable loss of money or property,
real or personal, as a result of the use or employment of a method, act or practice, prohibited by
the Connecticut Unfair Trade Practices Act (CUTPA), Connecticut General Statutes § 42-110a,
et seq., as described in this Count.

Answer: Denied.
AFFIRMATIVE DEFENSES

Sharp hereby asserts the following affirmative defenses with respect to the allegations of the
Complaint:

First Affirmative Defense

85. As and for a first affirmative defense, the Complaint fails to state a claim upon which
relief may be granted and/or any cause of action under which Soundview is entitled to any relief
against Sharp.

Second Affirmative Defense

86. As and for a second affirmative defense, Sharp has not infringed, actively induced or
contributed to the infringement of any claim of the '584 patent.

Third Affirmative Defense

87. As and for a third affirmative defense, Soundview is.estopped from asserting or
construing the asserted claims of the '584 patent so as to cover Sharp’s products by virtue of the
file history of those patents and/or the prior art.

Fourth Affirmative Defense

88. As and for a fourth affirmative defense, the claims of the '584 patent are invalid
(under at least 35 U.S.C. §§ 102, 103 and/or 112) and/or unenforceable with respect to Sharp’s

products.

Fifth Affirmative Defense

89. As and for a fifth affirmative defense, enforcement of and/or the award of monetary
damages with respect to the '584 patent are precluded by an implied license that Sharp received

from the U.S. government with respect to the '584 patent by virtue of, inter alia, (a) the royalty-

31
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free license with the right to sublicense granted by the '584 inventors to the U.S. government, (b)-
the legislative history and mandate of The Telecommunications Act of 1996 and/or (c) the rules
promulgated by the FCC and/or Soundview's failure to advise the FCC of its patent rights and
the government license.

Sixth Affirmative Defense

90. As and for a sixth affirmative defense, Soundview’s recovery of costs is limited by
35 U.S.C. §288.

Seventh Affirmative Defense

91. As and for a seventh affirmative defense, Sharp has not violated the antitrust laws of
the United States. For example, Sharp has not engaged in a group boycott or a price fixing
conspiracy. Rather, Sharp has acted lawfully and independently with respect to Soundview's

unfounded claim of patent infringement.

Eighth Affirmative Defense

92. As and for an eighth affirmative defense, Sharp’s independent actions with respect to
its attendance at industry meetings are not actionable under the antitrust or Connecticut unfair
competition statutes.

Ninth Affirmative Defense

93. As and for a ninth affirmative defense, the independent refusal to take a license under
a patent where no license is needed is not a violation of the antitrust or Connecticut unfair
competition laws.

Tenth Affirmative Defense

94. As and for a tenth affirmative defense, Soundview's third party counterclaim fails to
state any factual basis for any group or conspiracy allegations with respect to Sharp.

Eleventh Affirmative Defense

95. As and for an eleventh affirmative defense, Soundview's claim for the recovery of

antitrust and/or unfair competition damages are barred by its claim for the recovery of patent

(93]
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infringement damages. In short, the antitrust and unfair competition monetary demands are
merely a restatement of the monetary demands concerning the patent infringement claim.

Twelfth Affirmative Defense

96. As an alternative defense, Sharp does not manufacture any V-Chips but merely
purchases them from others. As a result, Sharp may be indemnified by the companies that

manufacture the V-Chips that it has used.

COUNTERCLAIM

97. Sharp brings this declaratory judgment counterclaim pursuant to 28 U.S.C. §2201 et
seq. This Court has subject matter jurisdiction pursuant to 28 U.S.C. §§1331, 1338 and 1367.
Venue resides in this district pursuant to 28 U.S.C. §1391.

98. Paragraphs 85-89 are specifically incorporated herein as if repeated as a part of this
Counterclaim.

99. Sharp has not infringed any claim of the ‘584 patent.

100. The claims of the '584 patent are invalid (under at least 35 U.S.C. §§ 102, 103
and/or 112) with respect to Sharp’s products.

101. The claims of '584 patents are not enforceable with respect to Sharp’s products.
WHEREFORE, Sharp seeks the following relief and judgment:

A. That the Complaint be dismissed with prejudice;

B. That the Court declare that the asserted claims of the patents in suit are invalid, not
infringed and/or unenforceable with respect to Sharp's products; |

C. That the Court determine this is an “exceptional case” under 35 U.S.C. §285 and
award Sharp its reasonable attorneys’ fees;

D: That the Court award Sharp its costs; and

E. That the Court award such further and other relief as it deems proper.
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OF COUNSEL:

Robert W. Adams, Esq.
Updeep S. Gill, Esq.

Nixon & Vanderhye P.C.
1100 N. Glebe Road, 8" Floor
Arlington, Virginia 22201
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Respectfully submitted,

William M. Bloss, Esq.(CT 01008)

Alinor C. Sterling, Esq. (CT 17207)

Jacobs, Grudberg, Belt & Dow, P.C.

350 Orange Street

New Haven, Connecticut  06503-0606
Attorneys for Sharp Electronics Corporation




